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Office Action Summary 



Application No. 
09/328,877 



Applicant(s) 

Gurney et al. 



Examiner 

Sharon L. Turner, Ph.D. 



Art Unit 

1647 




-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) K Responsive to comnnunication(s) filed on 8-20-01 . 

2a) □ This action is FINAL. 2b) K This action is non-final. 

3) n Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is 

closed in accordance with the practice un6er Ex parte Quayle, 1935 CD. 1 1; 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-41 is/are pending in the application. 

4a) Of the above, claim(s) 1-23, 25-29, and 31-41 is/are withdrawn from consideration. 

5) □ Claim(s) is/are allowed. 

6) K Claim(s) 24 and 30 is/are rejected. 

7) □ Claim(s) is/are objected to. 

8) n Claims are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

ion The drawing(s) filed on is/are objected to by the Examiner. 

1 1 )□ The proposed drawing correction filed on is: ajD approved bjD disapproved. 

12) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

1 3) 0 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d). 
alD All Some* c)D None of : 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14)0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
Attachment(s) 

1 5) O Notice of References Cited iPT 0-892) 1 81 O Interview Summary (PTO-41 3) Paper No(s). 



16) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 1 9) Q Notice of Informal Patent Application (PTO-1 52) 

17) ^ Information Disclosure Statement(s) (PTO-1 449) Paper No(s). 4 20) CH Other: 
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DETAILED ACTION 



Priority 



1. If applicant desires priority under 35 U.S.C. 1 19e and 120 based upon a previously filed 
copending application, specific reference to the earlier filed application must be made in the 
instant appHcation. This should appear as the first sentence of the specification following the 
title, preferably as a separate paragraph. The status of nonprovisional parent application(s) 
(whether patented or abandoned) should also be included. If a parent application has become a 

patent, the expression "now Patent No. " should follow the filing date of the parent 

application. If a parent application has become abandoned, the expression "now abandoned" 
should follow the filing date of the parent application. 



2. The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1.98(b) requires a list of all patents, publications, or other information 
submitted for consideration by the Office, and MPEP § 609 A(l) states, "the list may not be 
incorporated into the specification but must be submitted in a separate paper." Therefore, unless 
the references have been cited by the examiner on form PTO-892, they have not been considered. 



Information Disclosure Statement 
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3. IDS Reference AH is in parent file 09/213,888. However the reference is in improper 
citation format as it is without a relevant publication date.. 

Election/Restriction 

4. Applicant's election with traverse of Group XIV, SEQ ID N0:8, in Paper No. 1 1 is 
acknowledged. The traversal is on the ground(s) that MPEP 803.04 and 2434 indicate that a 
reasonable number of nucleotide and amino acid sequences are permitted to be claimed in an 
application. Applicants submit that the sequences are related. Additionally, in the traversal of 4- 
7-01 applicants argue that the groups are so interrelated as to be capable of search together. This 
is not found persuasive because while MPEP 803.04 makes provisions whereby the examiner 
may review more than a single sequence in a case it does not preclude independent and distinct 
inventions from restriction because they are presented as sequences. In addition, as previously 
set forth the groups differ in structure, particularly in the N-terminus, and function and thus the 
searches are non-coextensive in nature. The examination of the multiple groups in a single 
application places a burden upon the Examiner and the Office. 

The requirement is still deemed proper and is therefore made FINAL. 



5. Claims 24 to the extent of the non-elected sequences and claims 1-23, 25-29, and 31-41 
are withdrawn from further consideration pursuant to 37 CFR 1.142(b), as being dravm to 
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nonelected inventions, there being no allowable generic or linking claim. Applicant timely 
traversed the restriction (election) requirement in Paper No. 1 1 . 

Claim Objections 

6. Claim 24 is objected to as reciting an improper Markush Group. M.P.E.P. 803.02 states 
that: 

"Since the decisions in In re Weber **,198 USPQ 328 (CCPA 1978); and In re Haas, 198 
USPQ 334 (CCPA 1978), it is improper for the Office to refuse to examine that which applicants 
regard as their invention, unless the subject matter in a claim lacks unity of invention. In re Hamish 
, 631 F.2d 716, 206 USPQ 300 (CCPA 1980); Ex Parte Hozumi , 3 USPQ2d 1059 (Bd. Pat. App. 
& Int. 1984). Broadly, unity of invention exists where compounds included within a Markush group 
(1) share a common utility and (2) share a substantial structural feature disclosed as being essential 

to that utility." 

In the instant case the structural features differ in amino acid sequence. 

Double Patenting 

7. A rejection based on double patenting of the "same invention" type finds its support 
in the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new 
and useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term 
"same invention," in this context, means an invention drawn to identical subject matter. 
Miller V. Eagle Mfg Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 1 14 USPQ 330 
(CCPA 1957); and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 
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A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. 
The filing of a terminal disclaimer cannot overcome a double patenting rejection based 
upon 35 U.S.C. 101, 

8. Claims 24 and 30 are provisionally rejected under 35 U.S.C, 101 as claiming the 
same invention as that of claims 24 and 30 of copending Application No. 09/213,888. This 
is a provisional double patenting rejection since the conflicting claims have not in fact been 
patented. 

9. Applicant is advised that should claim 24 be found allowable, claim 30 will be 
objected to under 37 CFR 1.75 as being a substantial duplicate thereof When two claims 
in an application are duplicates or else are so close in content that they both cover the same 
thing, despite a slight difference in wording, it is proper after allowing one claim to object 
to the other as being a substantial duplicate of the allowed claim. See MPEP § 706.03(k). 
The claims are perceived as duplicates as the subject matter under examination is limited to 
SEQ ID N0:8. 



Status of Claims 

10. No claims are allowed. 
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1 1 . The specification teaches the utility for the disclosed sequence in up regulating 
beta-amyloid processing in cells. These cells are useful for screening for inhibitors of beta- 
amyloid processing which is the main pathogenesis associated with Alzheimer's Disease in 



12. Any inquiry of a general nature or relating to the status of this general application 
should be directed to the Group receptionist whose telephone number is (703) 308-0196. 

Papers relating to this application may be submitted to Technology Center 1600, 
Group 1640 by facsimile transmission. The faxing of such papers must conform with the 
notice published in the Official Gazette, 1096 OG 30 (November 15, 1989). Should 
applicant wish to FAX a response, the current FAX number for Group 1600 is (703) 308- 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sharon L. Tumer, Ph.D. whose telephone number is (703) 
308-0056. The examiner can normally be reached on Monday-Friday from 8:00 AM to 
4:30 PM. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Kunz, can be reached at (703) 308-4623. 



humans. 



4242. 



Sharon L. Turner, Ph.D. 
October 31, 2001 



CHRISTINE J. SAOUD 
PRIMARY EXAMINER 



